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DETAILED ACTION 



Specification 
Title 

The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. In this application, none of 
the claims are directed to a method for replacing a damaged spinal disc. 

Abstract 

The abstract submitted with the application is improper in that it is a restatement 
of the first claim. It does not provide enough details of the technical disclosure to 
enable one to understand the nature of applicant's invention and the improvement over 
the prior art. 

Applicant is reminded of the proper content of an abstract of the disclosure. A 
patent abstract is a concise statement of the technical disclosure of the patent and 
should include that which is new in the art to which the invention pertains. If the patent 
is of a basic nature, the entire technical disclosure may be new in the art, and the 
abstract should be directed to the entire disclosure. If the patent is in the nature of an 
improvement in an old apparatus, process, product, or composition, the abstract should 
include the technical disclosure of the improvement. In certain patents, particularly 
those for compounds and compositions, wherein the process for making and/or the use 
thereof are not obvious, the abstract should set forth a process for making and/or use 
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thereof. If the new technical disclosure involves modifications or alternatives, the 
abstract should mention by way of example the preferred modification or alternative. 

The abstract should not refer to purported merits or speculative applications of 
the invention and should not compare the invention with the prior art. 

Where applicable, the abstract should include the following: 

(1) if a machine or apparatus, its organization and operation; 

(2) if an article, its method of making; 

(3) if a chemical compound, its identity and use; 

(4) if a mixture, its ingredients; 

(5) if a process, the steps. 

Extensive mechanical and design details of apparatus should not be given. 

Claim Objections 

Claim 38 is objected to because of the following informalities: the claim refers to 
a "second retaining device" in lines 5 and 6. To maintain consistency, "second retaining 
device" should be replaced with "second retaining member." Appropriate correction is 
required. 

Double Patenting 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
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added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

Claims 1-3 and 5 are rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claim 15 of prior U.S. Patent No. 7,128,761 B2. This is a double 
patenting rejection. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 7 and 25 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claims contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventors, at the time the application was filed, 
had possession of the claimed invention. Claim 7 recites the limitation "one of said first 
retaining member and said first mounting member includes a stop" and claim 25 recites 
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the limitation "one of said first retaining member and said first mounting member 
includes a first stop... one of said second retaining member and said second mounting 
member including a second stop." The only reference to a "stop" in the specification is 
located on page 17, lines 4-14 where it is recited that "[t]he central ribs 28 and 68 on the 
upper and lower retaining members 21 and 61 act as stops." There is no mention of 
either of the mounting members containing a stop and thus claims 7 and 25 are not in 
compliance with the written description requirement. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3, 5-13, 16-21, 23-29, and 32-34 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Harrington (US 5,893,889). 

• Claim 1 : Harrington discloses an apparatus for replacing a damaged spinal disc in a 
spinal column, said apparatus comprising: an artificial disc (see prosthetic disc "18" 
in figure 2), said artificial disc including a resilient core (see shock absorbing 
member "68" in figure 2) having a first surface (see upper surface of "68" in figure 2) 
and a second surface (see lower surface of "68" in figure 2), a first retaining member 
(see upper member "32" in figure 2) connected to said first surface of said resilient 
core, and a second retaining member (see lower member "34" in figure 2) connected 
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to said second surface of said resilient core, said first retaining member having an 
outer surface (see upper surface "36" in figure 2) engageable with a first vertebra of 
the spinal column and an inner surface (see lower surface "58" in figure 2) facing 
said first surface of said resilient core, said second retaining member having an 
outer surface (see lower surface "40" in figure 2) engageable with a second vertebra 
of the spinal column and an inner surface (see upper surface "44" in figure 2) facing 
said second surface of said resilient core; and a first mounting member (see screws 
"64" and "66" in figure 2) connectable with the first vertebra and said artificial disc to 
position said artificial disc between the first and second vertebrae, said first 
mounting member being engageable with said artificial disc after being connected to 
the first vertebra to guide movement of said artificial disc into position between the 
first and second vertebrae. 

• Claim 2: An apparatus as defined in claim 1 wherein one of said first retaining 
member (see upper member "32" in figure 2) and said first mounting member (see 
screws "64" and "66" in figure 2) includes a guide (see angled openings of holes "60" 
in figure 2) engageable with another of said first retaining member and said first 
mounting member to guide movement of said first retaining member into position 
between the first and second vertebrae. 

• Claim 3: An apparatus as defined in claim 2 wherein said first retaining member 
(see upper member "32" in figure 2) includes said guide (see angled openings of 

' holes "60" in figure 2) engageable with said first mounting member (see screws "64" 
and "66" in figure 2). 
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• Claim 5: An apparatus as defined in claim 1 wherein one of said first retaining 
member (see upper member "32" in figure 2) and said first mounting member (see 
screws "64" and "66" in figure 2) includes first and second guides (see angled 
openings of holes "60" in figure 2) engageable with another of said first retaining 
member and said first mounting member to guide movement of said first retaining 
member into position between the first and second vertebrae. 

• Claim 6: An apparatus as defined in claim 5 wherein said first retaining member 
(see upper member "32" in figure 2) includes said first and second guides (see 
angled openings of holes "60" in figure 2) engageable with said first mounting 
member (see screws "64" and "66" in figure 2), said first and second guides 
extending generally parallel to each other. 

• Claim 7: An apparatus as defined in claim 1 wherein one of said first retaining 
member (see upper member "32" in figure 2) and said first mounting member (see 
screws "64" and "66" in figure 2) includes a stop (see tapered portions of holes "60" 
in figure 2) engageable with another of said first retaining member and said first 
mounting member to prevent relative movement between said first retaining member 
and said first mounting member in a first direction. 

• Claim 8: An apparatus as defined in claim 7 wherein said first retaining member 
(see upper member "32" in figure 2) includes said stop (see tapered portions of 
holes "60" in figure 2) engageable with said first mounting member (see screws "64" 
and "66" in figure 2) to prevent relative movement between said first retaining 
member and said first mounting member in the first direction, said stop guiding 
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movement of said first retaining member relative to said first mounting member in a 
second direction extending transverse to the first direction. 

• Claim 9: An apparatus as defined in claim 1 wherein one of said first retaining 
member (see upper member "32" in figure 2) and said first mounting member (see 
screws "64" and "66" in figure 2) includes a guide (see angled openings of holes "60" 
in figure 2) engageable with another of said first retaining member and said first 
mounting member to guide movement of said first mounting member into an opening 
(see holes "60" in figure 2) in said first retaining member. 

• Claim 10: An apparatus as defined in claim 1 wherein said first retaining member 
(see upper member "32" in figure 2) has an opening (see holes "60" in figure 2) 
extending through said inner (see lower surface "58" in figure 2) and outer (see 
upper surface "36" in figure 2) surfaces of said first retaining member, said first 
mounting member (see screws "64" and "66" in figure 2) extending into said opening. 

• Claim 1 1 : An apparatus as defined in claim 10 wherein said opening (see holes "60" 
in figure 2) extends axially through said inner (see lower surface "58" in figure 2) and 
outer (see upper surface "36" in figure 2) surfaces of said first retaining member (see 
upper member "32" in figure 2). 

• Claim 12: An apparatus as defined in claim 1 wherein said first mounting member 
(see screws "64" and "66" in figure 2) is engageable with a surgical tool for 
connecting said first mounting member to the first vertebra. 

• Claim 13: An apparatus as defined in claim 12 wherein said first mounting member 
(see screws "64" and "66" in figure 2) includes a recess (see slit in heads of screws 
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"64" and "66" in figure 2) into which a portion of said surgical tool extends for 
connecting said first mounting member to the surgical tool. 

• Claim 16: An apparatus as defined in claim 1 wherein said first mounting member 
(see screws "64" and "66" in figure 2) is prevented from moving relative to said 
artificial disc (see prosthetic disc "18" in figure 2) when said first mounting member is 
connected to said artificial disc. 

• Claim 17: An apparatus as defined in claim 16 wherein said first mounting member 
(see screws "64" and "66" in figure 2) is connected to said artificial disc (see 
prosthetic disc "18" in figure 2) with an interference fit (see heads of screws "64" and 
"66" and tapered portions of holes "60" in figure 2). 

• Claim 18: An apparatus as defined in claim 17 wherein said first mounting member 
(see screws "64" and "66" in figure 2) has a frustoconical surface (see heads of 
screws "64" and "66" in figure 2) engageable with a frustoconical surface (see 
tapered portions of holes "60" in figure 2) on said artificial disc (see prosthetic disc 
"18" in figure 2). 

• . Claim 19: An apparatus as defined in claim 1 further including a second mounting 

member (see screws "47" and "48" in figure 2) connectable with the second vertebra 
and said artificial disc (see prosthetic disc "18" in figure 2) to position said artificial 
disc between the first and second vertebrae, said second mounting member being 
engageable with said artificial disc to guide movement of said second retaining 
member (see lower member "34" in figure 2) into position between the first and 
second vertebrae. 
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• Claim 20: An apparatus as defined in claim 19 wherein one of said first retaining 
member (see upper member "32" in figure 2) and said first mounting member (see 
screws "64" and "66" in figure 2) includes a first guide (see angled openings of holes 
"60" in figure 2) engageable with another of said first retaining member and said first 
mounting member to guide movement of said first retaining member into position 
between the first and second vertebrae, one of said second retaining member (see 
lower member "34" in figure 2) and said second mounting member (see screws "47" 
and "48" in figure 2) including a second guide (see angled openings of unlabeled 
holes in "34" in figure 2) engageable with another of said second retaining member 
and said second mounting member to guide movement of said second retaining 
member into position between the first and second vertebrae. 

• Claim 21 : An apparatus as defined in claim 20 wherein said first retaining member 
(see upper member "32" in figure 2) includes said first guide (see angled openings of 
holes "60" in figure 2) engageable with said first mounting member (see screws "64" 
and "66" in figure 2), said second retaining member (see lower member "34" in figure 
2) including said second guide (see angled openings of unlabeled holes in "34" in 
figure 2) engageable with said second mounting member (see screws "47" and "48" 
in figure 2). 

• Claim 23: An apparatus as defined in claim 19 wherein one of said first retaining 
member (see upper member "32" in figure 2) and said first mounting member (see 
screws "64" and "66" in figure 2) includes first and second guides (see angled 
openings of holes "60" in figure 2) engageable with another of said first retaining 
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member and said first mounting member to guide movement of said first retaining 
member into position between the first and second vertebrae, one of said second 
retaining member (see lower member "34" in figure 2) and said second mounting 
member (see screws "47" and "48" in figure 2) including third and fourth guides (see 
angled openings of unlabeled holes in "34" in figure 2) engageable with another of 
said second retaining member and said second mounting member to guide 
movement of said second retaining member into position between the first and 
second vertebrae. 

• Claim 24: An apparatus as defined in claim 23 wherein said first retaining member 
(see upper member "32" in figure 2) includes said first and second guides (see 
angled openings of holes "60" in figure 2) engageable with said first mounting 
member (see screws "64" and "66" in figure 2), said first and second guides 
extending generally parallel to each other, said second retaining member (see lower 
member "34" in figure 2) including said third and fourth guides (see angled openings 
of unlabeled holes in "34" in figure 2) engageable with said second mounting 
member (see screws "47" and "48" in figure 2), said third and fourth guides 
extending generally parallel to each other. 

• Claim 25: An apparatus as defined in claim 19 wherein one of said first retaining 
member (see upper member "32" in figure 2) and said first mounting member (see 
screws "64" and "66" in figure 2) includes a first stop (see tapered portions of holes 
"60" in figure 2) engageable with another of said first retaining member and said first 
mounting member to prevent relative movement between said first retaining member 



Application/Control Number: 10/731,964 Page 12 

Art Unit: 4153 

and said first mounting member in a first direction, one of said second retaining 
member (see lower member "34" in figure 2) and said second mounting member 
(see screws "47" and "48" in figure 2) including a stop (see tapered portions of 
unlabeled holes in "34" in figure 2) engageable with another of said second retaining 
member and said second mounting member to prevent relative movement between 
said second retaining member and said second mounting member in the first 
direction. 

• Claim 26: An apparatus as defined in claim 25 wherein said first retaining member 
(see upper member "32" in figure 2) includes said first stop (see tapered portions of 
holes "60" in figure 2) engageable with said first mounting member (see screws "64" 
and "66" in figure 2) to prevent relative movement between said first retaining 
member and said first mounting member in the first direction, said first stop guiding 
movement of said first retaining member relative to said first mounting member in a 
direction extending transverse to the first direction, said second retaining member 
(see lower member "34" in figure 2) including said second stop (see tapered portions 
of unlabeled holes in "34" in figure 2) engageable with said second mounting 
member (see screws "47" and "48" in figure 2) to prevent relative movement 
between said second retaining member and said second mounting member in the 
first direction, said second stop guiding movement of said second retaining member 
relative to said second mounting member in a direction extending transverse to the 
first direction. 
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• Claim 27: An apparatus as defined in claim 19 wherein one of said first retaining 
member (see upper member "32" in figure 2) and said first mounting member (see 
screws "64" and "66" in figure 2) includes a first guide (see angled openings of holes 
"60" in figure 2) engageable with another of said first retaining member and said first 
mounting member to guide movement of said first mounting member into an opening 
(see holes "60" in figure 2) in said first retaining member, one of said second 
retaining member (see lower member "34" in figure 2) and said second mounting 
member (see screws "47" and "48" in figure 2) including a second guide (see angled 
openings of unlabeled holes in "34" in figure 2) engageable with another of said 
second retaining member and said second mounting member to guide movement of 
said second mounting member into an opening (see unlabeled holes in "34" in figure 
2) in said second retaining member. 

• Claim 28: An apparatus as defined in claim 19 wherein said first retaining member 
(see upper member "32" in figure 2) has an opening (see holes "60" in figure 2) 
extending through said inner (see lower surface "58" in figure 2) and outer (see 
upper surface "36" in figure 2) surfaces of said first retaining member, said first 
mounting member (see screws "64" and "66" in figure 2) extending into said opening 
in said first retaining member, said second retaining member (see lower member 
"34" in figure 2) having an opening (see unlabeled holes in "34" in figure 2) extending 
through said inner (see upper surface "44" in figure 2) and outer (see lower surface 
"40" in figure 2) surfaces of said second retaining member, said second mounting 
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member (see screws "47" and "48" in figure 2) extending into said opening in said 
second retaining member. 

• Claim 29: An apparatus as defined in claim 28 wherein said opening (see holes "60" 
in figure 2) in said first retaining member (see upper member "32" in figure 2) 
extends axially through said inner (see lower surface "58" in figure 2) and outer (see 
upper surface "36" in figure 2) surfaces of said first retaining member, said opening 
(see unlabeled holes in "34" in figure 2) in said second retaining member (see lower 
member "34" in figure 2) extending axially through said inner (see upper surface "44" 
in figure 2) and outer (see lower surface "40" in figure 2) surfaces of said second 
retaining member. 

• Claim 32: An apparatus as defined in claim 19 wherein said first (see screws "64" 
and "66" in figure 2) and second (see screws "47" and "48" in figure 2) mounting 
members are prevented from moving relative to said artificial disc (see prosthetic 
disc "18" in figure 2) when said first and second mounting members are connected 
to said artificial disc. 

• Claim 33: An apparatus as defined in claim 32 wherein said first (see screws "64" 
and "66" in figure 2) and second (see screws "47" and "48" in figure 2) mounting 
members are connected to said artificial disc (see prosthetic disc "18" in figure 2) 
with interference fits (see heads of screws "64" and "66" and tapered portions of 
holes "60" in figure 2; see heads of screws "47" and "48" and tapered portions of 
unlabeled holes in "34" in figure 2). 
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• Claim 34: An apparatus as defined in claim 33 wherein said first (see screws "64" 
and "66" in figure 2) and second (see screws "47" and "48" in figure 2) mounting 
members have frustoconical surfaces (see heads of screws "64" and "66" and heads 
of screws "47" and "48" in figure 2) engageable with frustoconical surfaces (see 
tapered portions of holes "60" and tapered portions of unlabeled holes in "34" in 
figure 2) on said artificial disc (see prosthetic disc "18" in figure 2). 

As previously indicated, claims 1-3, 5-13, 16-21, 23-29, and 32-34 are anticipated by 
Harrington (US 5,893,889). 

Claims 1-4, 19-22, 35-36, and 39-40 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Bryan et al. (US 6,156,067). 

• Claim 1 : Bryan et al. disclose an apparatus for replacing a damaged spinal disc in a 
spinal column, said apparatus comprising: an artificial disc, said artificial disc 
including a resilient core (see supple nuclear central portion "24" of resilient disc 
body "20" in figure 3) having a first surface (see upper surface of "24" in figure 3) and 
a second surface (see lower surface of "24" in figure 3), a first retaining member 
(see support "32" in figure 3) connected to said first surface of said resilient core, 
and a second retaining member (see support "34" in figure 3) connected to said 
second surface of said resilient core, said first retaining member having an outer 
surface (see outer surface "52" in figure 3) engageable with a first vertebra of the 
spinal column and an inner surface (see inner surface "62" in figure 3) facing said 
first surface of said resilient core, said second retaining member having an outer 
surface (see outer surface "54" in figure 3) engageable with a second vertebra of the 
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spinal column and an inner surface (see inner surface "64" in figure 3) facing said 
second surface of said resilient core; and a first mounting member (see screw "92" in 
figure 3) connectable with the first vertebra and said artificial disc to position said 
artificial disc between the first and second vertebrae, said first mounting member 
being engageable with said artificial disc after being connected to the first vertebra to 
guide movement of said artificial disc into position between the first and second 
vertebrae. 

• Claim 2: An apparatus as defined in claim 1 wherein one of said first retaining 
member (see support "32" in figure 3) and said first mounting member (see screw 
"92" in figure 3) includes a guide (see screw anchor "102" in figure 3) engageable 
with another of saicftirst retaining member and said first mounting member to guide 
movement of said first retaining member into position between the first and second 
vertebrae. 

• Claim 3: An apparatus as defined in claim 2 wherein said first retaining member 
(see support "32" in figure 3) includes said guide (see screw anchor "102" in figure 3) 
engageable with said first mounting member (see screw "92" in figure 3). 

• Claim 4: An apparatus as defined in claim 3 wherein said guide (see screw anchor 
"102" in figure 3) extends from said outer surface (see outer surface "52" in figure 3) 
of said first retaining member (see support "32" in figure 3) and is engageable with 
the first vertebra. 

• Claim 19: An apparatus as defined in claim 1 further including a second mounting 
member (see screw "94" in figure 3) connectable with the second vertebra and said 
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artificial disc to position said artificial disc between the first and second vertebrae, 
said second mounting member being engageable with said artificial disc to guide 
movement of said second retaining member (see support "34" in figure 3) into 
position between the first and second vertebrae. 

• Claim 20: An apparatus as defined in claim 19 wherein one of said first retaining 
member (see support "32" in figure 3) and said first mounting member (see screw 
"92" in figure 3) includes a first guide (see screw anchor "102" in figure 3) 
engageable with another of said first retaining member and said first mounting 
member to guide movement of said first retaining member into position between the 
first and second vertebrae, one of said second retaining member (see support "34" 
in figure 3) and said second mounting member (see screw "94" in figure 3) including 
a second guide (see screw anchor "104" in figure 3) engageable with another of said 
second retaining member and said second mounting member to guide movement of 
said second retaining member into position between the first and second vertebrae. 

• Claim 21: An apparatus as defined in claim 20 wherein said first retaining member 
(see support "32" in figure 3) includes said first guide (see screw anchor "102" in 
figure 3) engageable with said first mounting member (see screw "92" in figure 3), 
said second retaining member (see support "34" in figure 3) including said second 
guide (see screw anchor "104" in figure 3) engageable with said second mounting 
member (see screw "94" in figure 3). 

• Claim 22: An apparatus as defined in claim 21 wherein said first guide (see screw 
anchor "102" in figure 3) extends from said outer surface (see outer surface "52" in 
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figure 3) of said first retaining member (see support "32" in figure 3) and is 
engageable with the first vertebra, said second guide (see screw anchor "104" in 
figure 3) extending from said outer surface (see outer surface "54" in figure 3) of said 
second retaining member (see support "34" in figure 3) and being engageable with 
the second vertebra. 

• Claim 35: An apparatus as defined in claim 1 wherein said core (see supple nuclear 
central portion "24" of resilient disc body "20" in figure 3) includes a radially outer 
surface (see left and right sides of "24" in figure 3) extending between said first (see 
upper surface of "24" in figure 3) and second (see lower surface of "24" in figure 3) 
surfaces of said core, said radially outer surface facing a portion (see right end of leg 
"42" of "32" in figure 3) of one of said first (see support "32" in figure 3) and second 
(see support "34" in figure 3) retaining members, said radially outer surface being 
spaced from said portion of said one of said first and second retaining members, 
said core deflecting into engagement with said portion of one of said first and second 
retaining members upon relative movement between said first and second retaining 
members. 

• Claim 36: An apparatus as defined in claim 35 wherein said radially outer surface 
(see left and right sides of "24" in figure 3) of said core (see supple nuclear central 
portion "24" of resilient disc body "20" in figure 3) faces a portion (see right end of leg 
"42" of "32" in figure 3) of said first retaining member (see support "32" in figure 3), 
said radially outer surface of said core being spaced from said portion of said first 
retaining member, said core deflecting into engagement with said portion of said first 
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retaining member upon relative movement between said first and second retaining 
members, said radially outer surface facing a portion (see right end of leg "44" of 
"34" in figure 3) of said second retaining member (see support "34" in figure 3), said 
radially outer surface being spaced from said portion of said second retaining 
member, said core deflecting into engagement with said portion of said second 
retaining member upon relative movement between said first and second retaining 
members. 

• Claim 39: An apparatus as defined in claim 1 wherein said inner surface (see inner 
surface "62" in figure 3) of said first retaining member (see support "32" in figure 3) is 
concave, said first surface (see upper surface of "24" in figure 3) of said resilient 
core (see supple nuclear central portion "24" of resilient disc body "20" in figure 3) 
being convex. 

• Claim 40: An apparatus as defined in claim 39 wherein said inner surface (see inner 
surface "64" in figure 3) of said second retaining member (see support "34" in figure 
3) is concave, said second surface (see lower surface of "24" in figure 3) of said 
resilient core (see supple nuclear central portion "24" of resilient disc body "20" in 
figure 3) being convex. 

As previously indicated, claims 1-4, 19-22, 35-36, and 39-40 are anticipated by Bryan et 
al. (US 6,156,067). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 14, 15, 19, 30, and 31 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Buttner-Janz et al. (US 5,401 ,269) in view of Bryan et al. (US 

6,156,067) and Middleton (US 6,296,664 B1). 

• Claims 1 and 19: Buttner-Janz et al. teach an apparatus for replacing a damaged 
spinal disc in a spinal column, said apparatus comprising: an artificial disc (see 
apparatus in figures 1-4), said artificial disc including a core (see prosthesis core "3" 
in figures 1-4) having a first surface (see top surface of "3" in figures 1-4) and a 
second surface (see bottom surface of "3" in figures 1-4), a first retaining member 
(see top plate "2" in figures 1-4) connected to said first surface of said core, and a 
second retaining member (see bottom plate "1" in figures 1-4) connected to said 
second surface of said core, said first retaining member having an outer surface 
(see top surface "4" in figures 1-4) engageable with a first vertebra of the spinal 
column and an inner surface (see bottom surface of "2" in figures 1-4) facing said 
first surface of said core, said second retaining member having an outer surface 
(see bottom surface of "1" in figures 1-4) engageable with a second vertebra of the 
spinal column and an inner surface (see top surface of "1" in figures 1-4) facing said 
second surface of said core. Buttner-Janz et al. fail to teach that the core is a 
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resilient core and the use of a first and second mounting member. However, Bryan 
et al. teach an apparatus where the core is a resilient core (see supple nuclear 
portion "24" in figure 3). Middleton teaches an apparatus with a first mounting 
member (see end cap "104" in figure 6) that is connectable with the first vertebra and 
the artificial disc and a second mounting member (see end cap "106" in figure 6) that 
is connectable with the second vertebra and the artificial disc. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to 
modify the apparatus disclosed by Buttner-Janz et al. with a resilient core, as 
suggested by Bryan et al., as it would enable the apparatus to more accurately 
mimic the natural movement of the spinal column by allowing compression. It further 
would have been obvious to one of ordinary skill in the art at the time the invention 
was made to further modify the Buttner-Janz et al. and Bryan et al. apparatus with a 
first and second mounting member, as suggested by Middleton, as doing so could 
limit or enhance compression of the resilient core. 

• Claims 14 and 30: It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to space the first and second mounting members 
from the resilient core in order to limit compression of the resilient core. 

• Claims 1 5 and 31 : It would have been further obvious to one of ordinary skill in the 
art at the time the invention was made to make the inner surface of the first and 
second mounting members concave as that shape would complement the convex 
shape of the resilient core. 
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As previously indicated, claims 1, 14, 15, 19, 30, and 31 are unpatentable over Buttner- 
Janz et al. (US 5,401,269) in view of Bryan et al. (US 6,156,067) and Middleton (US 
6,296,664 B1). 

Claims 37 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bryan et al. (US 6,156,067) in view of Patil (US 4,309,777). Regarding both claims 
37 and 38, Bryan et al. disclose the apparatus as defined in claim 1 (see above) but do 
not teach a flange located on the retaining members. Patil teaches an intervertebral 
disc wherein said first retaining member (see disc portion "12" in figure 2) includes a 
flange (see extension from bottom of "12" in figure 2) extending toward said second 
retaining member (see disc portion "14" in figure 2), said flange having a radially inner 
surface facing said core (see compression springs "16" in figure 2) and spaced from 
said core, said second retaining member including a flange (see extension from top of 
"14" in figure 2) extending toward said first retaining member, said flange of said second 
retaining member having a radially inner surface facing said core and spaced from said 
core. Taking the invention disclosed by Bryan et al. and modifying the retaining 
members (see specifically legs "42" and "44" of supports "32" and "34" in figure 3 of 
Bryan et al.) to include a flange extending toward the other retaining member, as 
suggested by Patil, would restrict the amount of compression of which the core (see 
supple nuclear central portion "24" of resilient disc body "20" in figure 3 of Bryan et al.) 
is capable. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to make this modification since doing so allows the invention to 
more closely imitate the natural motion of the vertebrae. 
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Claims 41-44 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Harrington (US 5,893,889) in view of Marnay (US 5,314,477). Regarding claims 41-44, 
Harrington discloses the apparatus as defined in claim 1 (see above) but does not teach 
that the retaining members are engageable with a surgical tool. Regarding claims 41 
and 43, Marnay teaches an intervertebral disc prosthesis wherein the first retaining 
member (see plate "110" in figure 1) includes a portion (see holes "115" and "116" in 
figure 1) engageable with a surgical tool, said portion includes an opening (see holes 
"115" and "116" in figure 1) into which a portion (see rods "812" and "813" in figures 10 
and 1 1 ) of the surgical tool extends. Regarding claims 42 and 44, Marnay teaches an 
intervertebral disc prosthesis wherein the second retaining member (see plate "120" in 
figure 1) includes a portion (see holes "125" and "126" in figure 1) engageable with a 
surgical tool, said portion includes an opening (see holes "115" and "116" in figure 1) 
into which a portion (see rods "822" and "823" in figure 10) of the surgical tool extends. 
It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the retaining members (see upper member "32" and lower member 
"34" in figure 2 of Harrington) of the invention disclosed by Harrington to include 
openings for a surgical tool, as suggested by Marnay, to facilitate insertion of the 
artificial disc into the intervertebral space. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Julianna N. Harvey whose telephone number is 571- 



Application/Control Number: 10/731,964 



Page 24 



Art Unit: 4153 

270-3815. The examiner can normally be reached on Mon. - Thurs., 8:00 a.m. - 5:00 
p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examinees 
supervisor, Gary Jackson can be reached on 571-272-4697. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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